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Disposition of Claims 

4) ^ Claim(s) 1^8 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) K3 is/are rejected. 
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DETAILED ACTION 

This is a First Action on the Merits. Claims 1-8 are pending. 
Priority 

1. It is noted that this application appears to claim subject 
matter disclosed in prior Application No. Japan 2002-299713, 
filed 11 October 2002. A reference to the prior application 
must be inserted as the first sentence (s) of the specification 
of this application or in an application data sheet (37 CFR 
1.76), if applicant intends to rely on the filing date of the 
prior application under 35 U.S.C. 119(e), 120, 121, or 365(c). 
See 37 CFR 1.78(a). For benefit claims under 35 U.S.C. 120, 
121, or 365(c), the reference must include the relationship 
(i.e., continuation, divisional, or continuation-in-part) of all 
nonprovisional applications. If the application is a utility or 
plant application filed under 35 U.S.C. 111(a) on or after 
November 29, 2000, the specific reference to the prior 
application must be submitted during the pendency of the 
application and within the later of four months from the actual 
filing date of the application or sixteen months from the filing 
date of the prior application. If the application is a utility 
or plant application which entered the national stage from an 
international application filed on or after November 29, 2000, 
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after compliance with 35 U.S.C. 371, the specific reference must 
be submitted during the pendency of the application and within 
the later of four months from the date on which the national 
stage commenced under 35 U.S.C. 371(b) or (f) or sixteen months 
from the filing date of the prior application. See 37 CFR 
1 . 78 (a) (2) (ii) and (a) (5) (ii) . This time period is not 
extendable and a failure to submit the reference required by 35 
U.S.C. 119(e) and/or 120, where applicable, within this time 
period is considered a waiver of any benefit of such prior 
application (s) under 35 U.S.C. 119(e), 120, 121 and 365(c). A 
benefit claim filed after the required time period may be 
accepted if it is accompanied by a grantable petition to accept 
an unintentionally delayed benefit claim under 35 U.S.C. 119(e), 
120, 121 and 365(c). The petition must be accompanied by (1) 
the reference required by 35 U.S.C. 120 or 119(e) and 37 CFR 
1.78(a) (2) or (a) (5) to the prior application (unless previously 
submitted), (2) a surcharge under 37 CFR 1.17 (t), and (3) a 
statement that the entire delay between the date the claim was 
due under 37 CFR 1.78(a) (2) or (a) (5) and the date the claim was 
filed was unintentional. The Director may require additional 
information where there is a question whether the delay was 
unintentional. The petition should be addressed to: Mail Stop 
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Petition, Commissioner for Patents, P.O. Box 1450, Alexandria, 
Virginia 22313-1450. 

If the reference to the prior application was previously 
submitted within the time period set forth in 37 CFR 1.78(a), 
but not in the first sentence (s) of the specification or an 
application data sheet (ADS) as required by 37 CFR 1.78(a) 
(e.g., if the reference was submitted in an oath or declaration 
or the application transmittal letter) , and the information 
concerning the benefit claim was recognized by the Office as 
shown by its inclusion on the first filing receipt, the petition 
under 37 CFR 1.78(a) and the surcharge under 37 CFR 1.17 (t) are 
not required. Applicant is still required to submit the 
reference in compliance with 37 CFR 1.78(a) by filing an 
amendment to the first sentence (s) of the specification or an 
ADS. See MPEP § 201.11. 



Specification 

2. Applicant is reminded of the proper language and format for 
an abstract of the disclosure. 

The abstract should be in narrative form and generally 
limited to a single paragraph on a separate sheet within the 
range of 50 to 150 words. It is important that the abstract not 
exceed 150 words in length since the space provided for the 
abstract on the computer tape used by the printer is limited. 
The form and legal phraseology often used in patent claims, such 
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as "means" and "said," should be avoided. The abstract should 
describe the disclosure sufficiently to assist readers in 
deciding whether there is a need for consulting the full patent 
text for details. 

The language should be clear and concise and should not 
repeat information given in the title. It should avoid using 
phrases which can be implied, such as, "The disclosure 
concerns," "The disclosure defined by this invention," "The 
disclosure describes," etc. 



Claim Objections 

3. Claims 4-8 are objected to under 37 CFR 1.75(c) as being in 
improper form because a multiple dependent claim can not depend 
from another multiple dependent claim. See MPEP § 608. 01 (n). 
Accordingly, the claims have not been further treated on the 
merits . 



Claim Rejections - 35 USC §112 

4. The following is a quotation of the first paragraph of 35 
U.S.C. 112: 

The specification shall contain a written description of the invention, and 
of the manner and process of making and using it, in such full, clear, 
concise, and exact terms as to enable any person skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and 
use the same and shall set forth the best mode contemplated by the inventor 
of carrying out his invention. 
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Claims 1-3 are rejected under 35 U.S.C. 101 because the 
claimed invention is not supported by either a credible asserted 
utility or a well established utility. 

In the instant case applicant claims limitations to 
"performing grouting testing" yet provides no methodology in the 
specification as to how this testing is conducted. With the 
disclosure provided, it is unclear to the examiner how the 
testing of the grouted tendons is performed. It is further 
unclear, based on the disclosure, the degree of testing, the 
desired results, and application of the results sought by the 
inventor as a result of the testing and how it is to be applied 
to the invention. 

Claims 1-3 are also rejected under 35 U.S.C. 112, first 
paragraph. Specifically, since the claimed invention is not 
supported by either a credible asserted utility or a well 
established utility for the reasons set forth above, one skilled 
in the art clearly would not know how to use the claimed 
invention . 



Claim Rejections - 35 USC §101 

5. 35 U.S.C. 101 reads as follows: 
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Whoever invents or discovers any new and useful process, machine, 
manufacture, or composition of matter, or any new and useful improvement 
thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 1-3 are rejected under 35 U.S.C. 101 because the 
claimed invention is not supported by either a credible asserted 
utility or a well established utility. 

In the instant case applicant claims limitations to 
"performing grouting testing" yet provides no methodology in the 
specification as to how this testing is conducted. With the 
disclosure provided, it is unclear to the examiner how the 
testing of the grouted tendons is performed and how one expects 
to use the results of the testing in the present invention. 

Claims 1-3 are also rejected under 35 U.S.C. 112, first 
paragraph. Specifically, since the claimed invention is not 
supported by either a credible asserted utility or a well 
established utility for the reasons set forth above, one skilled 
in the art clearly would not know how to use the claimed 
invention . 
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Claim Rejections - 35 USC §103 

6. The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere 

Co., 383 U.S. 1, 148 USPQ 459 (1966), that are applied for 

establishing a background for determining obviousness under 35 

U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and 
the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent 
art. 

4. Considering objective evidence present in the 
application indicating obviousness or nonobviousness . 



Claims 1-3 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kadotani (U.S. Patent No. 6,655,104). 

Claims 1 and 2: Kadotani discloses a grouted prestressed 
concrete tendon with a sheath (8, G) that is in a three- 
dimensional configuration (as shown in the drawings, Any 
configuration is three dimensional), the grout is injected into 
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the cable (Col. 5, lines 35-40), and the cable does not have a 
cast concrete part (at the time of filling the sheath with 
grout/resin) . While the prior art cited discloses a transparent 
sheath (2) that is used for observation and prevention of voids 
(Col. 3, lines 30-40), it does not disclose the sheath that 
surrounds the grouted tendon is transparent. It would have been 
obvious at the time the invention was made to a person having 
ordinary skill in the art to have the tendon sheath transparent 
in order to visibly see that the sheath is properly grouted. 
Further it would have been obvious at the time the invention was 
made to a person having ordinary skill in the art to test the 
material in the manner (i.e. in the three dimensional shape) as 
claimed because it is well known in the art to test materials in 
like environments in order to insure that the materials do not 
fail when used in the actual environment, whether this is on 
site or off site is irrelevant. Finally, using the proper 
grout/tendon combination is well within the level of skill in 
the art to insure that the tendon does not fail during 
application . 

Claim 3: supports (6, 7 and 56) are used in the forming of 
the structure. 
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Conclusion 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to William 
V. Gilbert whose telephone number is 571.272.9055. The examiner 
can normally be reached on Monday - Friday, 08:00 to 17:00 EST. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Richard Chilcot can be 
reached on 571.272.6777. The fax phone number for the 
organization where this application or proceeding is assigned is 
571-273-8300. 
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Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 

(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . If you would 
like assistance from a USPTO Customer Service Representative or 
access to the automated information system, call 800-786-9199 

(IN USA OR CANADA) or 571-272-1000. 

/W. V. G./ 

Examiner, Art Unit 3635 

/Basil Katcheves/ 
Primary Examiner, Art Unit 3635 



